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IN THE
SUPREME COURT OF THE UNITED STATES

No. 99-1571

TrafFix Devices, Inc.

Petitioner,

Marketing Displays, Inc.

Respondent.

ON WRIT OF CERTIORARI TO THE UNITED STATES
COURT OF APPEALS FOR THE SIXTH CIRCUIT

BRIEF OF AMICUS CURIAE
THE INTERNATIONAL TRADEMARK ASSOCIATION IN
SUPPORT OF NEITHER PARTY

INTRODUCTION

The International Trademark Association (“INTA”),
having obtained written consent of the parties pursuant to Rule

! This brief was not authored, in whole or in part, by counsel to a party
and no monetary contribution to the preparation or submission of this
brief was made by any person or entity other than the amicus curiae or its
counsel. Neither petitioner nor respondent is a member of amicus curiae.



37.3 of the Rules of this Court,? submits this brief as amicus o
riae. INTA believes that the lega premise underlying the Court
of Appeds opinion—that there is no necessary conflict between
trade dress protection and utility patent protection for the same
desgn—is correct. Nevertheless, INTA questions whether the
Court of Appedls properly accentuated the sgnificance of a pat-
entee s dams in the inquiry into whether the design at issue was
impermissibly functiona from atrade dress standpoint.

Beyond the Court of Appeds genera description, INTA
is not familiar with the details of the parties respective products,
nor with the evidence on which the Didrict Court and Court of
Appedlsrelied. It thus does not take a postion as to whether the
Court of Appedls decison should be affirmed. Instead, INTA’s
purpose in filing this amicus brief is b emphasize that: () this
Court’s prior decisions do not bar the extension of federd trade
dress protection to product cesigns under the auspices of the
Commerce Clause; (b) if properly applied, the prerequisites for
trade dress protection preclude any statutory conflict between the
federa Lanham Act and the federd utility patent Satutes, (c) the
disclosure contained in a utility patent nevertheless may be highly
probative evidence of the underlying design’s functiondity, and
concomitant indligibility for trade dress protection; and (d) if a
product feature serves as a nonfunctional and distinctive brand
sgnal, its protection as trade dress serves the interests of compe-
tition.

One of the law firms representing petitioner, Hogan & Hartson L.L.P., is
an associate member of INTA, but has not participated in the decision to
submit thisbrief, in its preparation, or in its submission.

? The consents have been filed with the Clerk with this brief.
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STATEMENT OF INTEREST
OF THE AMICUS CURIAE

INTA is a not-for-profit organization whose more than
3,800 members have a specid interest in trademarks. They in-
clude trademark owners, law firms, advertisng agencies, package
design firms and professond associations from the United States
and 119 other countries.  All share the gods of emphasizing the
importance of trademarks and trademark protection, and of pro-
moting an understanding of the essentia role trademarks play in
fogtering informed decisons by consumers, effective commerce,
and fair competition. INTA members frequently are participants
in trademark litigation, and therefore are interested in the devel-
opment of clear and consgtent principles of trademark and unfair
compstition law. INTA has substantial expertise in trademark
law and has sdectively participated as an amicus curiae in cases
involving sSignificant trademark issues®

® Cases in which INTA has filed amicus briefs include: Wal-Mart Stores,
Inc. v. Samara Bros., 527 U.S. 150 (2000); College Sav. Bank v. Florida
Prepaid Postsecondary Educ. Expense Bd., 119 S. Ct. 2219 (1999); Dick-
inson v. Zurko, 119 S. Ct. 1816 (1999); Qualitex Co. v. Jacobson Prods.
Co., 514 U.S. 159 (1995); Two Pesos Inc. v. Taco Cabana, Inc., 505 U.S.
763 (1992); K Mart Corp. v. Cartier, Inc., 486 U.S. 281 (1988); WarnerVi-
sion Entertainment Inc. v. Empire of Carolina, Inc., 101 F.3d 259 (2d Cir.
1996); Preferred Risk Mut. Ins. Co. v. United States, 86 F.3d 789 (8th Cir.
1996); Conopco, Inc. v. May Dep't Sores Co., 46 F.3d 1556 (Fed. Cir.
1994); Ralston Purina Co. v. On-Cor Frozen Foods Inc., 746 F.2d 801
(Fed. Cir. 1984); Anti-Monopoly, Inc. v. General Mills Fun Group, Inc.,
684 F.2d 1316 (9th Cir. 1982); In re Borden, Inc., 92 F.T.C. 669 (1978), aff' d
sub nom. Borden, Inc. v. Fed. Trade Comn n, 674 F.2d 498 (6th Cir. 1982),
vacated and remanded, 461 U.S. 940 (1983); Redd v. Shell Oil Co., 524
F.2d 1054 (10th Cir. 1975); Century 21 Real Estate Corp. v. Nevada Real
Estate Advisory Comm’n, 448 F. Supp. 1237 (D. Nev. 1978), aff'd, 440 U.S.
941 (1979).
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INTA was founded in 1878 as the United States Trade-
mark Association, in part to encourage the enactment of federa
trademark legidation after the invalidation on conditutiond
grounds of this country’s first trademark act. Since that time,
INTA has been ingrumentad in making recommendations and
providing assgtance to legidators in connection with federd
trademark legidation, including the Trademark Law Revison Act
of 1988 (“TLRA”"). See 134 Cong. Rec. S16974 (daily ed. Oct.
20, 1988) (statement of Sen. DeConcini). One sgnificant revi-
son included in the TLRA was the amendment of section 43(a)
of the Lanham Act, 15 U.S.C. § 1125(a), to acknowledge the
evolution of the section since 1946 “into a Federa law of unfair
competition,” 135 Cong. Rec. H10422 (daily ed. Oct. 19, 1989)
(statement of Rep. Moorhead), protecting, inter alia, unregis-
tered trademarks and trade dress. See S. Rep. No. 100-515, at
40 (1988), reprinted in 1988 U.S.C.C.A.N. 5577, 5603.

Ancther significant revison to the Lanham Act was the
adoption of holdings by a mgority of federd courts that al of the
remedies available for infringement of registered marks are aso
available for infringement of unregistered marks and trade dress.
TLRA 88 127-30, 102 Stat. at 3943-45; See also 133 Cong.
Rec. S16347 (daily ed. Nov. 19, 1987) (statement of Sen. De-
Concini). Where appropriate, however, INTA has aso encour-
aged the enactment of Statutory revisons amed a redricting
overreaching trade dress claims, particularly those claming pro-
tection for functiona desgns. See Trademark Amendments Act
of 1999, § 5, Pub. L. No. 106-43, 113 Stat. 218, 220 (1999);
Trademark Law Treaty Implementation Act, § 201(1)(2)-(5),
Pub. L. No. 105-330, 112 Stat. 3064, 3069- 70 (1998).

INTA has a particular interest in this case for three rea-
sons.  Fird, it wishes to highlight that the prerequisites for trade
dress protection, if properly applied, preclude any corflict ke
tween federa trademark law and federd utility patent law. Nor,

4



for that matter, is there any necessary inconsistency between fed-
eral trade dress protection and the Constitution’s Patent and
Copyright Property Clause.

Second, in trade dress cases involving designs disclosed
to some extent by a utility patent, there is a olit among the go-
proaches taken by the Courts of Appeals regarding the sgnifi-
cance of the patent to the plaintiffs daims. Most Circuitsto have
addressed the issue have held that the significance of a utility pat-
ent under these circumgtances is limited to its probetive vaue as
to whether the underlying design is impermissibly functiond for
trade dress purposes. At least one Circuit, however, has held
that the disclosure of a festure in a utility patent may disqudify
that feature for trade dress protection, even if the feature other-
wise meets the traditiond trade dress requirements of distinctive-
ness and nonfunctiondity.

Third, the question for which certiorari was granted pro-
vides the Court with an opportunity to darify principles underlying
both the trade dress protection to be afforded companiesfor the
ubgtantid investments often made in nonfunctiona product de-
ggns, and the rights of competitors farly to enter a market by
adopting design ements in the public domain.

SUMMARY OF THE ARGUMENT

Whether or not a feature is addressed in a utility patent,
the feature is digible for protection when it meets the require-
ments for protection under the federa Lanham Act. Patent law
protects invention. It does not, however, necessarily dictate gp-
pearance. If the ways in which an invention may be configured
are limited, or if one corfiguration is more cost effective than oth-
ers, then gppearance is functional, and both the invention and its
configuration pass into the public domain when the patent expires.
If, however, an invention can be efficiently configured in many
ways, and if the patent owner has cultivated brand significance in

5



its particular iteration of the invention, only the functiond content
of theinvention is so dedicated.

Specificdly, patent law requires that at the end of the
datutory period, both the invention and its necessary configura
tion(s) are available to dl. In contrast, trademark law provides
that if there are dternative, cod-effective desgns avalable to
competitors, a design should be protected so that consumers will
be shidded from confusion in relying on a particular appearance
to which they attach source sgnificance. The circumstances ut
der which trade dress is digible for protection againg infringe-
ment are neverthdess narrow: a daimant in an infringement case
must demondtrate that (1) its design has been used in commerce
as abrand sgnd; (2) the design is nonfunctiond; (3) the design is
a diginctive indicator of origin; and (4) the defendant’s design is
likely to cause confusion in the marketplace. Each of these pre-
requigites for rdief has no equivalent under the federd utility pat-
ent datutes and it is thus gpparent that the extenson of trade
dress protection to product designs does not conflict with the util-
ity patent regime. In the absence of a purely statutory corflict, it
isequaly apparent that there can be no congtitutional conflict.

Because of the nonfunctiondity requirement in particular,
many product festures that are disclosed at least to some degree
by autility patent will fal to qudify as protectable trade dress be-
cause they are unable to satisfy the factual prerequisites for pro-
tection. Nonetheless, it is inappropriate to suggest as a legal
proposition, as has the Tenth Circuit Court of Appedls, that there
isa per se prohibition on the trade dress protection of a design
feature disclosed in a utility patent, even if thet feature is nonfunc-
tiond and didinctive. Rather, the proper inquiry is whether the
disclosure in the patent (and including the patent file wrapper or
prosecution higtory) condtitute evidence of the functiondity of the
overlaying desgn festures. The Court of Appeds in this case
therefore correctly accepted as an underlying principle the propo-

6



Stion that in a proper case the nonfunctiona and distinctive prod-
uct features can serve as trade dress, even if those features are
disclosed in a utility patent.

It appears, however, that by addressing a patented fea-
ture as one of a“combination of . . . dements,” the Court of Ap-
peds may have falled to recognize the sgnificance that dams of
utility and competitive advantage in a patent may have to the in-
quiry into the functiondity of the clamed trade dress. The Didrict
Court found that, except for the dua spring design, dl eements of
respondent’s configuration were used by competitors. If, there-
fore, petitioner’s copying of the spring design resulted from the
limited ways that the invention could be implemented or from cost
consderations, the Didrict Court's summary disposition should
have been dfirmed, and the respondent was not entitled, by &s-
sarting that its trade dress was a “combination of dements,” to
require that defendant “find some other way to set its sSgns
gpart.” If, on the other hand, “a hidden dual-spring mechanism
or atri or quad-gpring mechanism” could efficiently and effec-
tively “‘create an entirely different look,”” respondent should
have been permitted to offer evidence as to secondary meaning
and likely confusion.

ARGUMENT

l. There Is No Necessary Inconsistency Created By
The Trade Dress Protection Of Features Disclosed
By A Utility Patent
A. Product Design Can Be Protectable Trade
Dress

An andyss d the digibility for trade dress protection of
product features disclosed in a utility patent should begin with the
recognition that product designs can, in fact, conditute protect-
able trade dress.  See generally Kohler Co. v. Moen Inc., 12

7



F.3d 632 (7th Cir. 1993). Under the Lanham Act, a “trade-
mark” may be “any word, name, symbol, or device, or any com-
bination thereof” used by an owner “to identify and disinguish
[its] goods . . . from those manufactured or sold by others and to
indicate the source of the goods, even if that source is unknown.”
15 U.SC.A. 8 1127 (West 1997 & Supp. 2000). When the
mark in question congsts of a nonverba designation of origin, itis
often referred to as “trade dress.” As this Court has recognized,
the digtinction between “trademarks’ and “trade dress’ is often
one of sEmantics. See Two Pesos, Inc. v. Taco Cabana, Inc.,
505 U.S. 763, 773 (1992) (“[T]he protection of trademarks and
trade dress . . . serves the same statutory purpose of preventing
deception and unfair competition.”).

In its most common form, trade dress conggs of the
packaging and labels for a particuar product. Original Appala-
chian Artworks, Inc. v. Toy Loft, Inc., 684 F.2d 821, 831
(11th Cir. 1982) (“[T]he mgority of trade dress clams involve a
manufacturer’s container or packaging . . . ."). Trade dress can
aso consg of the agppearance of buildings, Two Pesos, 505 U.S.
763, asngle color, Qualitex Co. v. Jacobson Prods. Co., 514
U.S. 159 (1995), a fragrance, In re Clarke 17 U.S.P.Q.2d
1238 (T.T.A.B. 1990), a sound, In re General Elec. Broad.
Co., 199 U.S.P.Q. 560 (T.T.A.B. 1978), or unique sdes tech-
niques. See Original Appalachian Artworks, 684 F.2d at 831.

It is adso obvious that in proper cases aspects of a prod-
uct's appearance can congtitute protectable trade dress. See,
e.g., Imagineering, Inc. v. Van Klassens, Inc., 53 F.3d 1260
(Fed. Cir. 1995) (furniture); Kohler Co. v. Moen Inc., 12 F.3d
632 (7th Cir. 1993) (water faucet). In enacting the Trademark
Law Revison Act of 1988, Congress sought to codify the judicid
extenson of trade dress protection to product design under the
Lanham Act. See S. Rep. 100-515, at 44, 1988 U.S.C.C.A.N.
at 5607. Indeed, with respect to some products, e.g., automo-
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biles, a visbly unique design can operate as efficiently as aword
mark in diginguishing one source from another. See, e.g., Chrys-
ler Corp. v. Slva, 118 F.3d 56, 57 (1st Cir. 1997) (“[T]hereis
enormous competition that depends upon the body appearance
of automobiles.”). The extension of trade dress protection to
product designs is thus neither a novel development in the law of
unfair competition, nor is it one outsde the contemplation of
Congress.

B. This Court has Recognized the Validity of
Commerce Clause-Based Protection for
Qualifying Product Features

In appropriate cases, the extension of trade dress protec-
tion to product features crestes no conditutiond issue, even if
those features are disclosed in a utility patent. In 1879, this Court
invalidated the first federd trademark statute enacted under the
auspices of the Patent and Copyright Clause, U.S. Congt. art. I,
8§ 8, cl. 8, on the ground that trademarks congtituted neither
“writings’ nor “discoveries’ within the meaning of that clause.
United States v. Seffens (The Trade-Mark Cases), 100 U.S.
82, 94 (1879). In doing s0, however, the Court pointedly noted
that federd legidation to protect brand signals would withstand
congtitutional scrutiny if enacted pursuant to Congress plenary
authority under the Commerce Clause. Seeid. at 94-95.

The protectability under the auspices of the Commerce
Clause of brand signas consisting of product festures appears
even in those opinions of this Court that have placed limits on that
protection. Although the Court properly has recognized that the
expiraion of autility patent will dedicate to the public the subject
matter of the patent’s claims this dedication has never been
extended to create an unfettered right to copy without regard to
the risk of consumer confuson. Thus, for example, Kellogg Co.
v. National Biscuit Co., 305 U.S. 111 (1938) did not hold that
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the clamant’s shredded wheat configuration was in the public
domain merely because the utility patent that disclosed the proc-
ess for manufacturing the configuration had expired. Rather, the
Court’s conclusion turned as well on its concluson that “[t]he
evidence is persuadve that this form is functiona—that the cost of
the biscuit would be increased and its high qudity lessened if
some other form were subgtituted for the pillow-shape.” Id. at
122. Were the Patent and Copyright Clause dispostive of the
inquiry, the Court would have had little reason to address the is-
sue of the design’s functiondity. That it did so, however, reflects
the actud holding of Kellogg that “[s]haring in the goodwill of an
article unprotected by patent or trade-mark is the exercise of a

right possessed by dl .. ..” Id. (emphasis added).

Likewise, in Compco Corp. v. Day-Brite Lighting,
Inc., 376 U.S. 234 (1964), which addressed the protectability of
a configuration covered by a design patent, this Court did not
hold that the Patent and Copyright Clause creates an dsolute
right to copy that trumps dl other forms of intellectud property
protection. Rather, the Court noted that the “right” to copy cre-
ated by the federal patent laws extended only to cases in which
“the design is not entitled to a design patent or other federal
statutory protection.” Id. at 238 (emphasis added). Properly
framed, the issue is thus whether the Lanham Act condtitutes just
such a gatute.

C. The Prerequisites for Federal Trade Dress
Protection Prevent a Conflict With the Fed-
eral Utility Patent Regime

In the intervening three and a haf decades, courts uni-
formly have recognized that the Lanham Act conditutes “other
federd gtatutory protection” within the meaning of Compco, cul-
minging in Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S.
763 (1992), in which this Court impliatly extended federa pro-
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tection to “digtinctive marks of al kinds, whether the clamed
mark used digtinctive words or symbols or distinctive product
design.” Id. at 772 (emphass added). During that time, the
case law has “conggtently held that a product’ s different qualities
can be protected simultaneoudy, or successively, by more than
one of the statutory means for protection of intellectua property.”
Kohler, 12 F.3d at 638.

The reason for this outcome lies in the prerequisites for
relief under a trade dress infringement cause of action, which dif-
fer dramaticaly from ther utility patent counterparts. Specificaly,
these prerequistes include:

1 The Use In Commerce Requirement:
To qudify for protection, a claimed trade dress must be
used in commerce as a brand sgndl. See generally Re-
gatement (Third) of Unfair Competition 8 18 (1995).
This prerequigite for protection has no equivalent under
utility patent law. See, e.g., Haymaker Sports, Inc. v.
Turian, 581 F.2d 257, 261 (C.C.P.A. 1978) (“The
owner of a trade-mark may not, like the proprietor of a
patented invention, make a negative and merely prohibi-
tive use of it asamonopaly.”).

2. The Distinctiveness Requirement:
Trade dress clamants dso must demongrate that their
designs are recognized as didtinctive brands, see Two
Pesos, 505 U.S. at 768-70, a requirement that aso has
no counterpart under the federd utility patent regime
See Kohler, 12 F.3d a 638. The burden of demongtrat-
ing a product configuration’s acquired meanng as a
brand sgnd, largely overlooked by the Tenth Circuit in
Vornado Air Circulation Sys., Inc. v. Duracraft
Corp., 58 F.3d 1498 (10th Cir. 1995), is not one to be
taken lightly. Rather, as this Court recently has recog-
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nized, consumers do not typicaly draw brand digtinctions
based on product shape. See Wal-Mart Stores, Inc. v.
Samara Bros., 120 S. Ct. 1339, 1344 (2000).*

3. The Nonfunctionality Requirement: To
qualify as protectable trade dress, a product feature must
be nonfunctiond or, in other words, not essentid to the
use or purpose of the product or affecting the product’s
qudity or cost. Inwood Labs. v. Ives Labs., 456 U.S.
844, 850 n.10 (1982); see also Qualitex, 514 U.S. at
169; Two Pesos, 505 U.S. at 769. A functiond design
is equivalent to a generic word: it cannot be appropriated
as trade dress by one competitor because it either cannot
distinguish goods as originating from one source or is es-
sentid to communication and competition. See generally

* Indeed, the burden of showing an acquired meaning is even greater in
cases in which the features claimed as trade dress are addressed by the
claims of autility patent:

[W]hen a trade dress sought to be protected was for-
merly contained in a [utility] patent, evidence estab-
lishing secondary meaning must also show that any
connection between the trade dress of the product and
its producer does not primarily stem from the expired
patent. This ensures that there is a true connection be-
tween the producer and the product in the minds of the
consumers. . . .

Thomas & Betts Corp. v. Panduit Corp., 138 F.3d 277, 294 (7th Cir.), cert.
denied, 525 U.S. 929 (1998) accord Zip Dee, Inc. v. Dometic Corp. 931 F.
Supp. 602, 615 (N.D. IlI. 1996) (discounting significance of exclusive use
during pendency of utility patent on ground that “[i]t is no great trick to
build up secondary meaning in a product configuration if the normal

forces of conpetition are kept from utilizing that configuration for 17 years
by the sword and shield of patent protection™); seealso J.C. Penney Co.
v. H.D. Lee Mercantile Co., 120 F.2d 949, 954-55 (8th Cir. 1941) (discount-
ing exclusive use during pendency of design patent application).
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Sunrise Jewelry Mfg. Corp. v. Fred SA., 175 F.3d
1322 (Fed. Cir. 1999); see also Fun-Damental Too,
Ltd. v. Gemmy Indus., 111 F.3d 993, 1000-01 (2d Cir.
1997). This prerequisite again has no equivaent under
utility patent law and, indeed, is antithetical to the e
quirement of 35 U.S.C. § 101 that a product festure
have utility to qudify for patent protection.

4. The Likelihood of Confusion Test for
Liability: Evenif aplantiff isable to qudify its desgn for
trade dress protection by proving use in commerce, dis-
tinctiveness, and nonfunctiondlity, it must then prove liabil-
ity. Ligbility in the infringement context requires a demor+
dration that the defendant’s conduct has created a likei-
hood of confusion in the marketplace. 15 U.SCA
88 1114, 1125(a) West 1997 & Supp. 2000).> Unlike
the tests for infringement of a utility patent, the likdihood
of confuson test in and of itsddf does not prevent the
wholesde copying of a plantff’s desgn. See, eg.,
Duraco Prods., Inc. v. Joy Plastic Enters., 40 F.3d
1431, 1448 (3d Cir. 1994) (“It is not ipso facto ‘unfair
competition, we believe, for one boldly to copy a com+
petitor's product . . . .”); Unital, Ltd. v. Seepco Mfg.,
Ltd., 627 F. Supp. 285, 292 (W.D. Wash. 1985) (“Even
where the copying isidenticd, the inability of the public to
tell two identical articles apart is not enough to support an
injunction againgt copying.”). Rather, “[o]thers can pro-
duce designs smilar to the [claimed trade dress| so long

® In addition to liability for infringement, federal law provides for relief
against the dilution of famous and distinctive indicators of origin. See 15
U.S.C. § 1125(c) (Supp. 1V 1998). The proper relationship between federal
dilution and utility patent law, however, is not directly implicated by this
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asthereisno likdihood of consumer confuson.” Kohler,
12 F.3d at 643.

In light of these prerequisites, this Court properly recog-
nized in Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489
U.S. 141 (1989), that the tort of unfair competition “has been
limited to protection against copying of nonfunctiona aspects of
consumer products which have acquired secondary meaning such
that they operate as a designation of source.” Id. a 158. Like-
wise, as one court has explained in comments equaly applicable
to utility patent law, “[t]he trademark owner has an indefinite term
of protection, it is true, but in an infringement suit mugt . . . prove
... likelihood of confusion, which the owner of a design patent
need not do; there is therefore no necessary inconsistency ke
tween the two modes of protection.” W.T. Rogers Co. v.
Keene, 778 F.2d 334, 337 (7th Cir. 1985). Trade dress and
utility patent protection therefore

“exigt independently . . . under different law and
for different reasons. The termination of ather
has no legd effect on the continuance of the
other. When the patent monopoly ends, it
ends. The trademark rights do not extend it.

[There is| no provison of patent law, Satutory
or otherwise, that guarantees to anyone an &b-
solute right to copy the subject matter of any
expired patent. Patent expiration is nothing
more than the cessation of the patentee's right
to exclude held under the patent law.”

Midwest Indus. v. Karavan Trailers, Inc., 175 F.3d 1356,
1362 (Fed. Cir.) (quating In re Mogen David Wine Corp., 328
F.2d 925, 930 (C.C.P.A. 1964)), cert. denied, 120 S. Ct. 527
(1999). Although rigorous application of the prerequistes for
trade dress protection is essential to avoid undermining the fed-
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erd patent regime, Restatement (Third) of Unfair Competition 8
16 cmt. b (1995), no conflict between the two bodies of law ex-
igsif those requirements are honored.

. Trade Dress Functionality Is The Relevant I nquiry

A. The Significance of the Nonfunctionality Re-
quirement

Although the other prerequisites of (i) use in commerce,
(i) digtinctiveness, and (jii) likeihood of confusion each digtinguish
federa trade dress law from utility patent law, courts treditiondly
have placed the greatest emphasis on nonfunctiondity as the key
to preventing a conflict between the two. “The functiondity doc-
trine prevents trademark law, which seeks to promote competi-
tion by protecting a firm’s reputetion, from instead inhibiting le-
gitimate competition by alowing a producer to control a useful
product feature” Qualitex, 514 U.S. at 164. Thus, for exam:
ple, the reason for the invdidation of the clamed trade dressin
Sears was that the lower courts' recognition of trade dress pro-
tection in that case extended to “the functiona aspects of a prod-
uct which had been placed in the public commerce absent the
protection of avaid patent.” Bonito Boats 489 U.S. at 156.

Following this Court’s lead, dl Circuits other than the
Tenth that have addressed the issue have concluded that a re-
quirement of nonfunctiondity is sufficient, in and of itsdf, to pre-
vent a statutory conflict between the federd trademark and utility
patent regimes.  See, e.g., Ashley Furniture Indus. v. Sangia-
como N.A., 187 F.3d 363, 376 (4th Cir. 1999) (“[T]he trade
dress rule that functiond aspects of a product, dthough pat-
entable, are not protectable as trade dress directly diminates any
conflict between patents for useful items and trade dress protec-
tion for product configuration[s].”); W.T. Rogers Co. v. Keene,
778 F.2d 334, 337 (7th Cir. 1985) (“[P]rovided that a defense
of functiondity is recognized, there is no conflict with federd pat-
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ent law.”). Indeed, the rule precluding trade dress protection
from ataching to functional features resolves any lingering consti-
tutiond issues as well. See Wilhelm Pudenz GmbH v. Littd-
fuseInc., 177 F.3d 1204, 1208 (11th Cir. 1999)

Moreover, dthough nonfunctiondity long has been an ex-
trastatutory requirement for trade dress protection, Congress re-
cently has amended the Lanham Act to retain functiondity as a
defense even in cases in which the cdlamant’s design is covered
by an incontestable trademark regidtration. See 15 U.S.CA. 8
1115(b)(8) (West 1997 & Supp. 2000); see also id. § 1064(f)
(providing for the cancellation “at any time’ of federa trademark
registrations covering functiona material). Thus, the absence of a
gatutory conflict is now express.

B. The Significance of a Utility Patent to the
Functionality Inquiry

Although the Court of Appeds properly recognized that
the disclosure of a fegture in a utility patent does not necessarily
preclude that feature from quaifying as protectable trade dress,
the court may have faled to provide the District Court with
proper guidance on how to conduct the functiondity inquiry on
remand. INTA submits that the sSgnificance of a disclosed fea-
ture in a utility patent is two-fold: Firgt, functiondity cannot be
determined as a matter of law by reference to the clams done.
Second, however, daims of utility neverthedess may be highly
probative of functiondity.

As to the former of these propositions, the complexity of
the functiondlity inquiry poses an obgtacle to any court attempting
to resolve it as a matter of law based only on the clams of a pat-
ent. Not only has functiondity historicaly been treated as a fac-
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tud inquiry,” it is one that in many cases has turned on an gpplica-
tion of various multi-factored tests that take into account consid-
erations other than the existence of a related utility patent. Al-
though there is no universdl gtandard for functiordity, a char-
acteridic test is the one st forth in In re Morton-Norwich
Prods., Inc., 671 F.2d 1332 (C.C.P.A. 1982), which, in addi-
tion to the existence of a utility patent, considered the nature of
the clamant’s advertising, the existence of viable dternative des-
igns, and economies of manufacture as relevant factors. See id.
at 1341. Factors consdered by other courts include the inherent
utility of a design, the relaionship between the clamed dements
and the success of the associated goods or services, and the
plantiff’s intent in adopting its desgn. See, e.g., Merchant &
Evans v. Roosevelt Bldg. Prods. Co., 963 F.2d 628, 634 (3d
Cir. 1992); Industria Arredarenti Fratelli Saporiti v. Charles
Craig, Ltd., 725 F.2d 18, 19-20 (2d Cir. 1984); Truck Equip.
Serv. Co. v. Fruehauf Corp., 536 F.2d 1210, 1218 (8th Cir.
1976). Consequently, the mere existence of arelated utility pat-
ent dways has been weighed in light of other extrindgc evidence
standing outside of the patent’'s scope.  See, e.g., Clamp Mfg.
Co. v. Enco Mfg. Co., 870 F.2d 512, 516 (Sth Cir. 1989).

The legd, as opposed to factua, sgnificance of a utility
patent is limited by another aspect of the functionality nquiry.
Functionality analys's presupposes that as product cesigns ke
come more functiond, they become more sSmilar in gppearance.

® See, e.g., Epic Metals Corp. v. Souliere, 99 F.3d 1034, 1037 (11th Cir.
1996); Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts,
944 F.2d 1235, 1246 (6th Cir. 1991); Brunswick Corp. v. Spinit Reel Co.,
832 F.2d 513, 521 (10th Cir. 1987); Fuddruckers, Inc. v. Doc’s B.R. Others,
Inc., 826 F.2d 837, 843 (9th Cir. 1987); CIBA-GEIGY Corp. v. Bolar Phar-
maceutical Co., 747 F.2d 844, 850 (3d Cir. 1984); Vuitton et Fils SA. v. J.
Young Enters., 644 F.2d 769, 765 (9th Cir. 1981).
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In some cases, therefore, a finding of functionality may lieif there
iIsone“bext” design that redistically may be used by competitors.
See, e.g., Tyco Indus. v. Tiny Love, Ltd., 914 F. Supp. 1068,
1082 (D.N.J. 1996); In re Carr-Griff, Inc., 223 U.S.P.Q. 359,
360-61 (T.T.A.B. 1984). In other cases, “[i]t is sufficient that
the design [the trade dress claimant] seeks to [protect] isone of a
few superior designs, or that the number of dternative desgnsis
limited” Greenhouse Sys., Inc. v. Carson, 37 U.S.P.Q.2d
1748, 1754-55 (T.T.A.B. 1995); see also In re Bose Corp.,
772 F.2d 866, 872 (Fed. Cir. 1985).

In contrast, the concept of “utility” in a utility patent is not
tied to the question of converging designs. In addition, utility pat-
ents typicdly focus on how the design operates; not on its -
pearance. Indeed, utility patent law’s doctrine of equivaents ex-
pressly recognizes the posshility that two designs may be a-
ranged in entirdy different manners and yet embody the same
utility. See generally Warner-Jenkinson Co. v. Hilton-Davis
Chem. Co., 520 U.S. 17 (1997).

Of equd importance, in the utility patent context, “[aln
infingement andyss entalls two deps.  The fird dep is
determining the meaning and scope of the patent daims asserted
to be infringed. The second step is comparing the properly
congtrued claims to the device accused of infringing.” Markman
v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir.
1995) (“Markman I) (citation omitted), aff’d, 517 U.S. 370
(2996) (“Markman I1”). As this Court has recognized as to the
second step of this process, a comparison of a utility patent’s
camsto a particular device is afactua exercise peculiarly within
the province of ajury. Markman Il, 517 U.S. at 377 (“[T]here
IS no dispute that infringement cases today must be tried to ajury,
as their predecessors were more than two centuries ago.”); see
also Markman |, 52 F.3d 984 (“[T]he patentee’ sright to ajury
tria on the application of the properly construed clam b the
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accused device is preserved asit wasin 1791."). Consequently,
the Tenth Circuit's practice of determining the dighility for trade
dress protection of a feature addressed by a utility patent merely
by reviewing the patent itsdf stands on a shaky congtitutiondl
foundation.

Nevertheless, the existence of arelated utility patent may
have particularly probative force in the functiordity inquiry, and
the Court of Appeds in this case may have erred by faling to
recognize the factual dgnificance of the disclosure made in the
patent to the digibility of the feetures in question for trade dress
protection. In particular, athough the disclosure may not be
dispositive, “[t]he existence of an expired utility patent is weighty
evidence of functiondity ....” Disc Golf Ass'n v. Champion
Discs, Inc., 158 F.3d 1002, 1006 (9th Cir. 1998); see also
Zippo Mfg. Co. v. Rogers Imports, Inc., 216 F. Supp. 670,
695 (S.D.N.Y. 1963) (finding plantiff’'s configuration functiona
in part on bass of expired utility patent); Inre Caterpillar Inc.,
43 U.S.P.Q.2d 1335, 1339 (T.T.A.B. 1997) (“The fact that the
utility patent discloses the utilitarian advantages of gpplicant’s. . .
configuration design is strong evidence of the de jure functiondity
of the corfiguration in which applicant dleges trademark sgnifi-
cance.”).

Indeed, the significance of a utility patent may not be
limited to whet is redited in the dams themsdves if the func-
tiondity of the plaintiff’s device is gpparent in the patent’ soverdl
disclosure (and including the patent prosecution higtory as well).
See In re Bose Corp., 772 F.2d 866, 872 (Fed. Cir. 1985).
Here, respondent not only has recited dlegations of utility in its
dams, it ds0 has dleged the following in one of its summearies of
theinvention:

One of the problems which has been en
countered in the past with . . . poster display
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devices is that they are frequently tipped over
by the wind.

The present invention overcomes this
problem by providing a pogter frame which is
mounted to a base by a pring structure which
permits the pogter frame to be deflected
downwardly rather than upwardly whereby the
component of the wind force tending to tip the
device is diminished as the wind velocity i+
creases.  Also, the dimensions and location of
centers of gravity of the Sgn components are so
dimengioned as to prevent tipping of the sgn af-
ter deflection of the frame by the wind.

United States Patent No. 3,662,482.

Competitive advantage such as that aleged by respon-
dent’s patents is, of course, critica to the inquiry into the func-
tiondity of the underlying designs even under the gpproach taken
by the Tenth Circuit Court of Appeds. See Vornado Air Circu-
lation Sys., Inc. v. Duracraft Corp., 58 F.3d 1498, 1507 (10th
Cir. 1995). Indeed, “the ‘crux’ of the digtinction between de
facto and de jure functiondity—determining digibility for trade-
mark protection or not—is a design’s effect on competition.”
Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527, 1531
(Fed. Cir. 1994) (citation omitted). Properly phrased, therefore,
“[t]he public policy involved in this area of the law [ig] not the
right to davishly copy articles which are not protected by patent
..., but the need to copy those articles, which is more properly
termed the right to compete effectively.” In re Morton-Norwich
Prods,, Inc., 671 F.2d 1332, 1339 (C.C.P.A. 1982). Thefal-
ure by the Court of Appedlsin this case to gppreciate the signifi-
cance of the respondent’s recitations in its patents as factual evi-
dence therefore has provided this Court with the opportunity to
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reinforce the importance of the entire disclosure of a utility patent
in the inquiry into the degree of functiondity ataching to the over-
laying designs.

Specificaly, the Court of Appedals appears, a least par-
tidly, to have avoided an assessment of the functiondity of re-
spondent’ s dual-spring design by treeting it as only one of a com-
bination of other functiona dements and by suggesting thet if peti-
tioner chose to emulate the design, even for cost and quality rea-
sons, it might “have to find some other way to set its sign apart.”
Not only is a combination of functiond features till functiond,
Wallace Int’l Slversmiths, Inc. v. Godinger Slver Art Co.,
916 F.2d 76, 80 (2d Cir. 1990), but aclam should not lie when
the only feature differentiating respondent’s design from those of
competitors is functiona. See, e.g., In re Shenango Ceramics,
Inc., 362 F.2d 287 (C.C.P.A 1966); In re Reddi-Wip, Inc., 150
U.SP.Q. 213 (T.T.A.B. 1966). Stated differently, an assertion
of amilarity should not arise when a formerly differentiating, but
functiona feature becomes available for copying by reason of a
patent’ s expiration.

1.  Protection Of Nonfunctional And Distinctive Brand
SignalsIsCritical To The Competitive Process

In light of the stringent prerequisites for trade dress pro-
tection, relatively few product features, particularly those that are
or have been smultaneoudy disclosed by the claims of a utility
patent, will quaify. Y, if the prerequisites are met, it does not
sarve the interests of competition to dlow the emulation of the
features despite their brand significance. Rather, the protection of
trademarks, regardless of the form they may take, is “the essence
of competition . . .. To protect trademarks, therefore, isto pro-
tect the public from deceit, to foster fair competition, and to s=-
cure to the business community the advantages of reputation and
good will by preventing their diverson from those who have cre-
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ated them to those who have not.” S. Rep. No. 79-1333, at 3
(1946), reprinted in 1946 U.S.C.C.A.N. 1274, 1275.

Nonfunctiona and didinctive dements added to a
particuar good, like a verba trademark attached to it, are not
monopolies in the underlying utilitarian good. See Levi Strauss
& Co. v. Blue Bdl, Inc.,, 632 F.2d 817, 821 n.5 (Sth Cir.
1980). On the contrary, they are brand signas, and no market
has ever been defined as narrowly as asingle brand. See United
Satesv. E. |. Du Pont de Nemours & Co., 351 U.S. 377, 393
(1956); see also Kohler Co. v. Moen Inc., 12 F.3d 632, 637
(7th Cir. 1993) (“Significantly, while a patent creates a type of
monopoly pricing power by giving the patentee the exclusive right
to make and sdl the innovation, a [product configuration] trade-
mark gives the owner only the right to preclude others from using
the mark when such use is likdy to cause confusion or to de-
caeive”). This Court's obsarvation in Two Pesos that
“[p]rotection of trade dress, no less than trademarks, serves the
[Lanham] Act’s purpose to secure to the owner of the mark the
goodwill of his business and to protect the ability of consumersto
distinguish among competing producers’ therefore gpplies with
equd force in this context. See 505 U.S. at 774 (internal quota
tion marks omitted). This Court therefore should not discourage
competition in the interest of promoting it.

CONCLUSION

The touchstone of trade dress protection is the communi-
cation and appreciation of a nonfunctiond distinguishing, source-
identifying message.  If the disclosure of a utility patent, in con
junction with other factors appropriately consdered in the func-
tiondity inquiry, disclose that the design overlaying the patent's
cdamsis functiond in nature, clams to the design’s protection as
trade dress should be dismissed. Nevertheless, an excessve
concern for competition through a per se prohibition on the trade
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dress protection of designs disclosed in a utility patent, without an
inquiry into whether they are nonfunctiond, can actualy under-
mine symbols on which consumers rely, and limit consumers' ac-
cess to products of qudity and variety.
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