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UNITED STATES ANNUAL REVIEW

THE SEVENTY-FIFTH YEAR OF
ADMINISTRATION OF
THE LANHAM ACT OF 1946°

INTRODUCTION
By Theodore H. Davis Jr.”

In his most recent annual report on the state of the federal
judiciary,! Chief Justice John Roberts noted a consistent decline in
the number of civil filings in federal courts beginning in fiscal year
2020.2 Whether because of the COVID pandemic or for other
reasons, much the same decline was visited on litigation under the
Lanham Act, related state statutes, and the common law of unfair
competition during the Act’s Diamond Anniversary. The reported
opinions addressed by this Review therefore are conspicuously less
numerous than those covered in past years, especially those

The Annual Review is a continuation of the work originated in 1948 by Walter J.
Derenberg and written by him through The Twenty-Fifth Year in 1972. This Review
primarily covers reported opinions reported between July 1, 2021, and June 30, 2022, as
well as certain ones falling outside that twelve-month period.

** Author of the Introduction to, and Part III of, this Review; Partner, Kilpatrick Townsend
& Stockton LLP; adjunct professor, Emory University School of Law; member, Georgia,
New York, and District of Columbia bars.

In the interest of full disclosure, the author notes his participation, or that of his law
firm, in the following cases referenced by this Review: VIP Products LLC v. Jack Daniel’s
Properties Inc., No. CV-14-02057-PHX-SMM, 2021 WL 5710730 (D. Ariz. Oct. 8, 2021),
aff’d, No. 21-16969, 2022 WL 1654040 (9th Cir. Mar. 18, 2022), cert. granted, 143 S. Ct.
476 (2022) (counsel for petitioner); Hetronic Int’l, Inc. v. Hetronic Germany GmbH, 10
F.4th 1016 (10th Cir. 2021), cert. granted sub nom. Abitron Austria GmbH v. Hetronic
Int’l, Inc., 143 S. Ct. 398 (2022) (counsel for amicus curiae Intellectual Property Owners
Association); Bluetooth SIG Inc. v. FCA US LLC, 30 F.4th 870 (9th Cir. 2022) (per
curiam) (counsel for defendant); Galperti, Inc. v. Galperti S.r.l., 17 F.4th 1144 (Fed. Cir.
2021) (counsel for petitioner); adidas America, Inc. v. Thom Browne Inc., 599 F. Supp.
3d 151 (S.D.N.Y. 2022) (counsel for plaintiffs).

The author gratefully acknowledges the editorial contributions of Mary Kathryn Hagge,
as well as the cite-checking assistance of Cynthia W. Baldwin, M. Rebecca Hendrix, and
Richard L. Sieg.

1 John G. Roberts, Jr., 2022 Year-End Report on the Federal Judiciary 5 (Dec. 31, 2022),
2022year-endreport.pdf (supremecourt.gov).

2 The federal judiciary’s fiscal year runs from October 1 to September 30 of each year,
while the Lanham Act year for purposes of this Review runs from July 1 to June 30;
there consequently is not a direct overlap between the two.
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originating in the federal courts and state courts of general
jurisdiction.

Nevertheless, the past year was not without notable
developments, including, most notably, those arising from the
intersection of trademark law, on the one hand, and speech
protected by the First Amendment to the federal Constitution,3 on
the other.# For years, courts entertaining infringement-based
challenges to deliberate imitations of plaintiffs’ marks for allegedly
expressive purposes have had two frameworks available to them:
(1) the standard multifactored test for likely confusion, typically
applied to evaluate the lawfulness of alleged parodies;® and (2) the
test found in Rogers v. Grimaldi,® which requires the plaintiff to
demonstrate that the imitation of its mark in the title or content of
an expressive work either has no artistic relevance to that work, or,
if it does have artistic relevance, it is explicitly misleading.” A
plaintiff before a court that has adopted Rogers must also
demonstrate that confusion is likely, whether as a standalone
showing, as in the Ninth Circuit, or as an inherent part of the

3 U.S. Const. amend. L.

4 That intersection has been addressed in numerous pieces appearing in the pages of this
journal. See, e.g., Taylar E. Green, The Rogers Test Dances Between Trademark
Protection Under the Lanham Act and Freedom of Speech Under the First Amendment,
112 TMR 843 (2022); Kathleen E. McCarthy, Free Ride or Free Speech? Predicting
Results and Providing Advice for Trademark Disputes Involving Parody, 109 TMR 691
(2019); Lynn M. Jordan & David M. Kelly, Another Decade of Rogers v. Grimaldi:
Continuing to Balance the Lanham Act with the First Amendment Rights of Creators of
Artistic Works, 109 TMR 833, 835 (2019); Stacey L. Dogan & Mark A. Lemley, Parody as
Brand, 105 TMR 1177 (2015); Anthony L. Fletcher, The Product with the Parody
Trademark: What’s Wrong with Chewy Vuiton?, 100 TMR 1091 (2010); David M. Kelly &
Lynn M. Jordan, Twenty Years of Rogers v. Grimaldi: Balancing the Lanham Act with
the First Amendment Rights of Creators of Artistic Works, 99 TMR 1360 (2009); Jonathan
Moskin, Frankenlaw: The Supreme Court's Fair and Balanced Look at Fair Use, 95 TMR
848, 859 (2005); Margreth Barrett, Domain Names, Trademarks and the First
Amendment: Searching for Meaningful Boundaries, 97 TMR 848 (2007); Kerry L.
Timbers & Julia Huston, The “Artistic Relevance Test” Just Became Relevant: The
Increasing Strength of the First Amendment as a Defense to Trademark Infringement and
Dilution, 93 TMR 1278 (2003); Richard B. Biagi, The Intersection of First Amendment
Commercial Speech Analysis and the Federal Dilution Act: A Jurisprudential Roadmap,
91 TMR 867, 868 (2001); Michael K. Cantwell, Confusion, Dilution, and Speech: First
Amendment Limitations on the Trademark Estate, 87 TMR 48, 61 (1997); Arlen W.
Langvardt, Trademark Rights and First Amendment Wrongs: Protecting the Former
Without Committing the Latter, 83 TMR 633 (1993).

5 See, e.g., Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 507 F.3d 252, 261 (4th
Cir. 2007) (“[A] finding of a successful parody only influences the way in which the
[likelihood-of-confusion] factors are applied. Indeed, it becomes apparent that an
effective parody will actually diminish the likelihood of confusion, while an ineffective
parody does not.” (citation omitted)).

6 875 F.2d 994 (2d Cir. 1989).
7 Id. at 999.



Vol. 113 TMR 3

inquiry into whether the defendant’s use is explicitly misleading, as
in the Second Circuit.8

The distinction between the Second Circuit’s and the Ninth
Circuit’s approaches to the relationship between the likelihood-of-
confusion inquiry and that into whether a defendant’s use is
explicitly misleading is often overlooked, but it nevertheless is
significant. Applications of the Rogers analysis by Second Circuit
courts require a “particularly compelling” showing of likely
confusion for a defendant’s use to qualify as explicitly misleading.?
Although the Second Circuit has never expressly so held, its version
of Rogers therefore essentially raises the standard of proof for a
finding of infringement from the usual preponderance of the
evidence!® to something more akin to clear and convincing evidence.
The Ninth Circuit has departed from historical practice even
further: By holding that the test for an explicitly misleading use is
separate and distinct from the likelihood-of-confusion inquiry, its
version of Rogers includes a requirement for liability lacking either
a statutory or common-law antecedent.!!

Whatever the precise formulation of Rogers may be, a
defendant’s confusingly similar imitation of a plaintiff's mark as a
mark for the defendant’s own goods typically has disqualified that

8 Compare Gordon v. Drape Creative, Inc., 909 F.3d 257, 265 (9th Cir. 2018) (“If the
plaintiff satisfies both elements, [i.e., a lack of artistic relevance or the existence of
explicitly misleading conduct] it still must prove that its trademark has been infringed
by showing that the defendant’s use of the mark is likely to cause confusion.”) with Twin
Peaks Prods., Inc. v. Publ'ns Int’l, Ltd., 996 F.2d 1366, 1379 (2d Cir. 1993) (“This
determination [of explicitly misleading conduct] must be made, in the first instance, by
application of the venerable Polaroid [likelihood-of-confusion] factors.”).

9 Champion v. Moda Operandi, Inc., 561 F. Supp. 3d 419, 436 (S.D.N.Y. 2021) (quoting
Twin Peaks Prods., Inc. v. Publications Int’l, Ltd., 996 F.2d 1366, 1379 (2d Cir. 1993)).
For an alternative formulation from the past year to similar effect, see Hermés Int’l v.
Rothschild, 603 F. Supp. 3d 98, 105 (S.D.N.Y. 2022) (showing of likely confusion must be
“sufficiently compelling to outweigh the public interest in free expression”).

10 See, e.g., Stratus Networks, Inc. v. UBTA-UBET Commc’ns Inc., 955 F.3d 994, 998 (Fed.
Cir. 2020) (“In opposition proceedings, the opposer has the burden of proving a likelihood
of confusion by a preponderance of the evidence.”); KP Permanent Make-Up, Inc. v.
Lasting Impression I, Inc., 408 F.3d 596, 608-09 (9th Cir. 2005) (“The fair use defense
only comes into play once the party alleging infringement has shown by a preponderance
of the evidence that confusion is likely.”).

11 As the Ninth Circuit explained over the past year:

[TThe “explicitly misleading” component of Rogers sets “a high bar that requires
the use to be an explicit indication, overt claim, or explicit misstatement about
the source of the work.”

Because the use of a trademark alone is not dispositive, we weigh two primary
considerations in evaluating whether the junior use is explicitly misleading: “(1)
the degree to which the junior user uses the mark in the same way as the senior
user and (2) ‘the extent to which the junior user has added his or her own
expressive content to the work beyond the mark itself.”

Punchbowl, Inc. v. AJ Press, LLC, 52 F.4th 1091, 1100 (9th Cir. 2022) (quoting Dr. Seuss
Enters., L.P. v. ComicMix LLC, 983 F.3d 443, 462 (9th Cir. 2020)).
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use for First Amendment protection.'? In recent years, however, the
Ninth Circuit has increasingly held that even trademark uses by
defendants qualify for the Rogers test. That pattern held over the
past year, with the court concluding that “[jJust because a mark is
used as a brand . .. does not mean the use of the name is beyond
Rogers’s coverage.!? Under that rule, any defendant with a credible
claim that its goods or services feature some degree of creativity can
assert First Amendment protection for the mark under which the
goods or services are provided, regardless of that mark’s confusing
similarity to another mark.

Still, some cracks in the Rogers citadel emerged. For example,
one court declined to apply Rogers in a case in which the defendant
characterized shoes it had based on another company’s footwear as
“limited edition, collectible work[s] of art”;!4 that court instead
issued a preliminary injunction after finding confusion likely under
a parody analysis turning on the standard likelihood-of-confusion
factors.!® Although evaluating a challenge to a seller of nonfungible
tokens comprising digital handbags under the Rogers rubric,
another court declined to dismiss the plaintiff’s infringement and
unfair competition causes of action for failure to state a claim,¢

12 See, e.g., Harley Davidson, Inc. v. Grottanelli, 164 F.3d 806, 812 (2d Cir. 1999)
(distinguishing Rogers and observing that “[w]e have accorded considerable leeway to
parodists whose expressive works aim their parodic commentary at a trademark or a
trademarked product, but have not hesitated to prevent a manufacturer from using an
alleged parody of a competitor’s mark to sell a competing product”); see also United We
Stand Am., Inc. v. United We Stand, Am. N.Y., Inc., 128 F.3d 86, 93 (2d Cir. 1997)
(rejecting First Amendment defense on ground that “[the defendant] is using the
[challenged] slogan as a mark, and using it to suggest the same source identification as
plaintiffs”); SMdJ Grp., Inc. v. 417 Lafayette Rest. LLC, 439 F. Supp. 2d 281, 291
(S.D.N.Y. 2006) (“The First Amendment protects an individual’s right to speak out
against a markholder, but it does not permit an individual to suggest that the
markholder is the one speaking. Here, defendants use plaintiffs’ marks as a source
identifier, and therefore defendants’ use is not protected by the First Amendment. The
fact that defendants’ message is critical as a general matter is not dispositive, because
the use of the mark and not the content of the message is the focus of the inquiry.”); Kraft
Foods Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 954 (N.D. Ill. 2002) (“[A] First
Amendment defense fails ‘where the trademark functions to connote the source of the
product or message, rather than being used in a communicative message.” (quoting
Brach Van Houten Holding, Inc. v. Save Brach’s Coal. for Chicago, 856 F. Supp. 472, 476
(N.D. I1l. 1994)); Res. in Motion Ltd. v. Defining Presence Mktg. Grp., 102 U.S.P.Q.2d
1187, 1192 (T.T.A.B. 2012) (“[I]n the event that prospective purchasers of applicants’
goods and services might well believe that both parties’ goods and services come from
the same source, then the likelihood of confusion will usually trump any First
Amendment concerns.”).

13 See Punchbowl, Inc. v. AJ Press, LLC, 52 F.4th 1091, 1099 (9th Cir. 2022).

14 See Vans, Inc. v. MSCHF Prod. Studio, Inc., 602 F. Supp. 3d 358, 369 (E.D.N.Y. 2022),
appeal docketed, No. 22-1006 (2d Cir. May 22, 2022).

15 Id. at 367-71.
16 See Hermes Int’l v. Rothschild, 603 F. Supp. 3d 98 (S.D.N.Y. 2022).
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denied a defense motion for summary judgment,!” and ultimately
referred the liability inquiry to a jury, which found infringement
even under Rogers.'® And, of greatest importance by far, the
Supreme Court issued a writ of certiorari to the Ninth Circuit on a
petition presenting the following as one of its two questions
presented: “Whether humorous use of another’s trademark as one’s
own on a commercial product is subject to the Lanham Act’s
traditional likelihood-of-confusion analysis, or instead receives
heightened First Amendment protection from trademark-
infringement claims.”19

The Court’s answer to that question could also resolve several
other related ones. For example, is it valid for courts to substitute
the Rogers analysis for the actual test for liability—likelihood of
confusion—codified by Congress in Sections 32(1) and 43(a) of the
Lanham Act? Likewise, what distinguishes a parody of a plaintiff’s
mark, on the one hand, from an expressive creative, or artistic work
in which an imitation of that mark appears, on the other?? And
what significance should a defendant’s use of an imitation of a
plaintiff’'s mark as a mark for the defendant’s own goods receive in
the First Amendment analysis?

The Supreme Court also agreed to review the question of under
what circumstances the Lanham Act can apply on an
extraterritorial basis.?! That development came in a case in which a
prevailing plaintiff successfully secured a substantial accounting of
profits arising from the defendants’ sales in Europe of goods

17 See Hermés Int’l v. Rothschild, No. 22-CV-384 (JSR), 2023 WL 1458126 (S.D.N.Y. Feb. 2,
2023).

18 See Verdict Form at 1, Hermeés Int’l v. Rothschild, No. 22-CV-384 (JSR) (S.D.N.Y. Feb. 8,
2023).

19 Petition for Writ of Certiorari at I, Jack Daniel’s Props., Inc. v. VIP Prods. LL.C, No. 21-
16969 (U.S. Aug. 5, 2022).

The other question presented by the petition bears on the petitioner’s claim of likely
dilution by tarnishment, namely, “[w]hether humorous use of another’s mark as one’s
own on a commercial product is ‘noncommercial’ under 15 U.S.C. § 1125(c)(3)(C), thus
barring as a matter of law a claim of dilution by tarnishment under the Trademark
Dilution Revision Act.” Id.

20 With the Ninth Circuit having repurposed a traditional definition of “parody” as the
definition of “expressive work,” the distinction between those once-separate concepts
may be a thing of the past in that jurisdiction. Compare L.L. Bean, Inc. v. Drake
Publishers, Inc., 811 F.2d 26, 34 (1st Cir. 1987) (defining parody as a “a simple form of
entertainment conveyed by juxtaposing the irreverent representation of the trademark
with the idealized image created by the mark’s owner”) with VIP Prods. LLC v. Jack
Daniel’s Props., Inc., 953 F.3d 1170, 1175 (9th Cir. 2020) (defining expressive work as “a
simple’ message conveyed by ‘juxtaposing the irreverent representation of the trademark
with the idealized image created by the mark’s owner.” (quoting L.L. Bean, 811 F.2d at
34)), cert. denied, 141 S. Ct. 1054 (2021), on remand, No. CV-14-02057-PHX-SMM, 2021
WL 5710730 (D. Ariz. Oct. 8, 2021), affd, No. 21-16969, 2022 WL 1654040 (9th Cir. Mar.
18, 2022), cert. granted, 143 S. Ct. 476 (2022).

21 See Hetronic Int’]l, Inc. v. Hetronic Germany GmbH, 10 F.4th 1016 (10th Cir. 2021), cert.
granted sub nom. Abitron Austria GmbH v. Hetronic Int’l, Inc., 143 S. Ct. 398 (2022).
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violating the plaintiff’s trademark and trade dress rights. Although
the Court held seven decades ago in Steele v. Bulova Watch Co.22
that the text of the Lanham Act rebuts the general presumption
against territoriality,23 the Court’s affection for the presumption has
increased since then,2* thereby calling into question whether the
Court would reach the same conclusion if addressing it today in the
first instance. Moreover, because Steele neither adopted nor
endorsed a particular test for extraterritoriality, myriad such tests
have emerged among the federal circuit courts of appeals in the
intervening years in addition to the one applied by the Tenth Circuit
in the case before the Court.?s The Court’s opinion in that case
ideally will bring much-needed clarity to more than one of the
currently unresolved issues associated with Act’s potential
extraterritorial reach.

Outside of impending Supreme Court activity, reported opinions
originating in the regional circuits reflected pronounced spikes in
the number of cases asserting particular theories of liability. Those
included, for example, multiple complaints grounded in the
diversion or alteration of once-genuine goods.2¢ They also swept in
plaintiffs’ allegations of reverse confusion?’” and violations of
persona-based rights; the second of these categories captured the
alleged misuse of plaintiffs’ images and personal information
scraped from high-school yearbooks to promote subscriptions to
databases containing still more of the plaintiffs’ images and
personal information,?® as well as the increasingly ubiquitous

22 See Steele v. Bulova Watch Co., 344 U.S. 280 (1952).

23 See, e.g., Foley Bros. v. Filardo, 336 U.S. 281, 285 (1949); Blackmer v. United States, 284
U.S. 421, 437 (1932).

24 See, e.g., RJIR Nabisco, Inc. v. European Cmty., 579 U.S. 325, 239 (2016) (“[W]hen a
statute provides for some extraterritorial application, the presumption against
extraterritoriality operates to limit that provision to its terms.” (quoting Morrison v.
Nat’l Australia Bank Ltd., 561 U.S. 247, 265 (2010)).

25 See Trader Joe’s Co. v. Hallatt, 835 F.3d 960 (9th Cir. 2016); McBee v. Delica Co., 417
F.3d 107 (1st Cir. 2005); Int’l Cafe, S.A.L. v. Hard Rock Café Int’l (U.S.A.), Inc., 252 F.3d
1274 (11th Cir. 2001); Aerogroup Int’l, Inc. v. Marlboro Footworks, Ltd., 152 F.3d 948,
1998 WL 169251 (Fed. Cir. 1998) (unpublished); Nintendo of Am., Inc. v. Aeropower Co.,
34 F.3d 246 (4th Cir. 1994); Am. Rice, Inc. v. Arkansas Rice Growers Coop. Ass’n, 701
F.2d 408 (5th Cir. 1983); Vanity Fair Mills, Inc. v. T. Eaton Co., 234 F.2d 633 (2d Cir.
1956).

26 See Bluetooth SIG Inc. v. FCA US LLC, 30 F.4th 870 (9th Cir. 2022) (per curiam);
Hamilton Int’l Ltd. v. Vortic LLC, 13 F.4th 264 (2d Cir. 2021); Otter Prods., LLC v.
Triplenet Pricing Inc., 572 F. Supp. 3d 1066 (D. Colo. 2021), reconsideration denied, No.
19-¢cv-00510-RMR-MEH, 2022 WL 18533283 (D. Colo. Feb. 3, 2022); Cole-Parmer
Instrument Co. v. Pro. Lab’ys, 568 F. Supp. 3d 1307 (S.D. Fla. 2021); Nestle USA, Inc. v.
Best Foods LLC, 562 F. Supp. 3d 626 (C.D. Cal. 2021); Energizer Brands, LLC v. My
Battery Supplier, LLC, 529 F. Supp. 3d 57 (E.D.N.Y. 2021).

27 See Wreal, LLC v. Amazon.com, Inc., 38 F.4th 114 (11th Cir. 2022); Lodestar Anstalt v.
Bacardi & Co., 31 F.4th 1228 (9th Cir. 2022).

28 See Kellman v. Spokeo, Inc., 599 F. Supp. 3d 877 (N.D. Cal. 2022), motion to certify appeal
denied, No. 3:21-cv-08976-WHO, 2022 WL 2965399 (N.D. Cal. July 8, 2022); Bonilla v.
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strategy by adult entertainment clubs and other businesses to
promote their goods and services through unauthorized images of
models and other celebrities.2?

There were developments on the registration front as well, not
the least of which was the Federal Circuit’s holding that Section 2(c)
of the Act,3° which ordinarily prohibits registration of any mark
consisting or comprising “a name, portrait, or signature identifying
a particular living individual except by his written consent,”3! could
not, under the First Amendment, prevent the registration of
TRUMP TOO SMALL for shirts;32 according to the court, the
applicant’s intent to reference the alleged smallness of the former
president’s genitalia and his policies gave the USPTO’s refusal to
register the applicant’s mark at least a content-discriminatory (and
possibly a viewpoint-discriminatory) effect.?® The same court also
dipped its toe into the Constitution’s Appointments Clause?* in
rejecting a challenge to the installation of the judges on the
Trademark Trial and Appeal Board, but only after confirming the
Board’s vulnerability to potentially purely political interference by
the Director of the USPTO—a vulnerability mandated (for better or
for worse) by the Clause itself.3>

Otherwise, like those of the universe itself, the frontiers of the
failure-to-function ground for refusal continued their inexorable
expansion,3® including in an opinion from the Federal Circuit that
invoked the specter of the little-known (and ill-defined) doctrine of
administrative estoppel as an additional potential basis for rejecting
applications.?” The Board also continued to display a skeptical
attitude toward the registrability of nontraditional marks by
invoking more traditional grounds than failure to function for

Ancestry.com Operations Inc., 574 F. Supp. 3d 582 (N.D. I1l. 2021); Sessa v. Ancestry.com
Operations Inc., 561 F. Supp. 3d 1008 (D. Nev. 2021), appeal dismissed, No. 21-16618,
2022 WL 4598091 (9th Cir. Apr. 14, 2022); Knapke v. PeopleConnect Inc., 5653 F. Supp.
3d 865 (W.D. Wash. 2021), vacated, 38 F.4th 824 (9th Cir. 2022); Lukis v. Whitepages
Inc., 549 F. Supp. 3d 798, 804-05 (N.D. I1l. 2021).

29 See Champion v. Moda Operandji, Inc., 561 F. Supp. 3d 419 (S.D.N.Y. 2021); Swedberg v.
Goldfinger’s S., Inc., 338 So. 3d 332 (Fla. Ct. App. 2022); Canas v. Bay Ent., LLC, 498
P.3d 1082 (Ariz. Ct. App. 2021); see also AIX Specialty Ins. Co. v. Big Limo, Inc., 547 F.
Supp. 3d 757 (S.D. Ohio 2021) (insurance coverage dispute arising from unauthorized
uses of images of plaintiffs in underlying action).

% 15U.S.C. § 1052(c) (2018).
3.

32 See In re Elster, 26 F.4th 1328 (Fed. Cir. 2022), petition for certiorari docketed sub nom.
Vidal v. Elster, No. 22-704 (U.S. Jan. 27, 2023).

33 Id. at 1133.
3¢ U.S. Const. art. IT, § 2, cl. 2.
35 See Piano Factory Grp. v. Schiedmayer Celesta GmbH, 11 F.4th 1363 (Fed. Cir. 2021).

36 See In re MDCM Prods., LLC, 2022 U.S.P.Q.2d 227 (T.T.A.B. 2022); In re Maugus Mfg.,
Inc., 2021 U.S.P.Q.2d 1100 (T.T.A.B. 2021).

37 See In re Vox Populi Registry Ltd., 25 F.4th 1348 (Fed. Cir. 2022).
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rejecting applications to register them. Those grounds included the
functionality and the lack of acquired and inherent distinctiveness
of various pastel colors for “disposable pipette tips fitted with a
customizable mounting shaft,”3® the lack of acquired distinctiveness
of a “cream” color for electronic guitar pickups,?® and the
genericness of a wooden Japanese-style clutch purse.40

Less expectedly in light of most of its reported opinions since the
Federal Circuit’s 2009 opinion in In re Bose Corp.,*! however, the
Board took a markedly aggressive attitude to allegedly fraudulent
filings in the USPTO. Not only did it reach an actual finding of fraud
for only the second time since Bose,%2 it then took things one step
further in a case®? in which it found that a registrant had filed a
fraudulent declaration of incontestability under Section 15 of the
Act.#4 As a threshold matter, the Board resolved an issue that case
law from both it and the Federal Circuit had long left open, namely,
whether reckless disregard of the truth can constitute the required
intent to deceive the USPTO. The Board concluded it can,*
explaining that “[t]o find otherwise could encourage declarants to
conclude that such disregard carries no consequence and they can
fail to read documents they are signing without penalty.”*6 The
Board next refused to excuse the signatory’s claimed ignorance of
the significance of the declaration he had signed*” before

38 See In re Integra Biosciences Corp., 2022 U.S.P.Q.2d 93 (T.T.A.B. 2022)
39 See In re Dimarzio, Inc., 2021 U.S.P.Q.2d 1191 (T.T.A.B. 2021).

40 See In re Jasmin Larian, LLC, 2022 U.S.P.Q.2d 290 (T.T.A.B. 2022).

41 580 F.3d 1240 (Fed. Cir. 2009).

42 See Fuji Med. Instruments Mfg. Co. v. Am. Crocodile Int’l Grp., 2021 U.S.P.Q.2d 831
(T.T.A.B. 2021) (fraudulent claim of mark ownership).

43 See Chutter, Inc. v. Great Mgmt. Grp., 2021 U.S.P.Q.2d 1001 (T.T.A.B. 2021), appeal
docketed, No. 22-1212 (Fed. Cir. Nov. 30, 2021).

#“ 15 U.S.C. § 1065 (2018).

45 Chutter, 2021 U.S.P.Q.2d at *20 (“A declarant is charged with knowing what is in the
declaration being signed, and by failing to make an appropriate inquiry into the accuracy
of the statements the declarant acts with a reckless disregard for the truth.”).

% Id.
47 According to the Board:

Here, [the signatory] disregarded the contents of the Combined Declaration he
attested to under 18 U.S.C. Section 1001, notwithstanding that at that time he
did so he was not aware of the legal requirements for a Section 15 Declaration.
He filed with the USPTO a Combined Declaration of Use and Incontestability,
which included both the contents required for such and a supporting sworn
declaration under 18 U.S.C. Section 1001, each of which contained a statement
he knew was false; but he claimed he did not read the contents or supporting
declaration closely enough to be aware the false statement was in the declaration.
In other words, [the signatory] paid little, or no, attention to the document he
was signing under oath and thereby disregarded the significance of the benefits
he was obtaining for his client. By failing to ascertain and understand the import
of the document he was signing, far from conscientiously fulfilling his duties as
counsel, [the signatory] acted in reckless disregard for the truth; nor did he take
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additionally faulting him for failing to investigate the accuracy of
his averments before signing the declaration*® and for not taking
remedial action upon learning of the declaration’s inaccuracy.*’
With the ex parte expungement mechanisms of the Trademark
Modernization Act? now fully online and the possible expansion of
the USPTO’s administrative sanctions program in the works,>! the
message 1s clear: Accuracy in trademark-related filings is more
important than at any point since 2009.

any action to remedy the error once it was brought to his attention. [The
signatory] was especially reckless because he was admittedly unfamiliar with the
requirements for filing a Section 15 Declaration.

Id. at *19 (footnote omitted).
48 Id. at *21.
9 Id. at ¥25-26.
% 15 U.S.C. §§ 1066a & 1066b (Supp. IIT 2021).
51 See Trademarks Administrative Sanctions Process, 87 Fed. Reg. 431 (Jan. 5, 2022).
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PART I. EX PARTE CASES
By John L. Welch*

A. United States Court of Appeals for the Federal Circuit
1. Section 2(c) Consent to Register
In re Elster

The Lanham Act took another hit in this appeal to the U.S.
Court of Appeals for the Federal Circuit (“CAFC”) from the
Trademark Trial and Appeal Board (“T'TAB”) decision upholding a
Section 2(c) refusal of the mark TRUMP TOO SMALL for shirts.
The Board found that the mark “comprises the name of (former)
President Donald Trump without his written consent” and it
rejected Applicant Steve Elster’s First Amendment challenge to the
constitutionality of Section 2(c).! The CAFC reversed, concluding
that as applied here, Section 2(c) is unconstitutional because the
government has no substantial interest in granting “all public
figures the power to restrict trademarks constituting First
Amendment expression before they occur.”2

Section 2(c), in pertinent part, bars registration of a mark that
“[c]onsists of or comprises a name, portrait, or signature identifying
a particular living individual except by his [sic] written consent
....3 The CAFC noted that the Supreme Court has, in the past five
years, held unconstitutional two portions of Section 2(a) of the
Lanham Act: In Matal v. Tam?* the Court struck down the
“disparagement” provision and in lanco v. Brunetti® it axed the
“immoral or scandalous” provision.

The two opinions in Tam and the majority opinion in
Brunetti each relied on a “core postulate of free speech law”—
that “[t]he government may not discriminate against speech
based on the ideas or opinions it conveys”—and concluded
that “[v]iewpoint discrimination doomed” the two
provisions.®

Author of Parts I and II of this volume. Counsel to Wolf, Greenfield & Sacks, P.C.,
Boston, Massachusetts. The author wishes to thank Kira-Khanh McCarthy for her
assistance in preparing the manuscript.

In the interest of full disclosure, the author notes the participation of his law firm in
adidas America, Inc. v. Thom Browne Inc., 599 F. Supp. 3d 151 (S.D.N.Y 2022) (counsel
for defendant).

1 In re Elster, Serial No. 87749230 (T.T.A.B. July 20, 2020), slip at *11.

2 In re Elster, 26 F.4th 1328, 2022 U.S.P.Q.2d 195, at *10 (Fed. Cir. 2022).
3 Section 2(c) of the Lanham Act, 15 U.S.C. § 1052(c).

4 Matal v. Tam, 137 S. Ct. 1744, 122 U.S.P.Q.2d 1757 (2017).

5 Tancu v. Brunetti, 139 S. Ct. 2294, 2019 U.S.P.Q.2d 232043 (2019).

6 Elster, 2022 U.S.P.Q.2d 195, at *2, quoting Brunetti, 139 S. Ct. at 2299.
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However, neither of those cases resolved the constitutionality
issue presented here because both holdings were “carefully cabined
to the narrow, ‘presumptive[ ] unconstitutional[ity] of section 2(a)’s
viewpoint-based restrictions.”” The Section 2(c) restriction involves
content-based discrimination.

The Supreme Court in Tam and Brunetti established that a
trademark “represents ‘private, 